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OP1 NI ON

Franks. J.

In this nmal practice action, the Trial Court
concl uded there was no disputed issue of material fact and
entered summary judgnment for defendants.

The conpl ai nt charges that plaintiff sought |ega
advi ce from def endants on obtaining a trade mark for
intellectual property protection of the nane "Laurel", and
t hat defendants undertook to advise plaintiff on obtaining
| egal protection for the nanme. |t is further alleged that
def endants did not conduct a search to determ ne the

avai lability of the mark before plaintiff expended



consi derabl e sunms of noney in reliance on defendants' advice,
but it subsequently determ ned that the mark was not avail abl e
because of prior registrations.

Filed along with defendants' notion for sunmary
judgnment was the affidavit of R Bradford Brittian which
states in pertinent part:

The standard of care in this case requires trademark
counsel to advise a client concerning the nmeaning
and effect of a trademark search, and the

I nplications of having and not having such a search
performed. The ultinate decision as to whether a
search is conducted is the client's, and no search
I's conducted, or required to be conducted under the
appropriate standard of care, w thout the

aut hori zation of the client. Indeed, it would not
be proper to undertake a trademark search w t hout
the authorization of the client. Moreover, there is
no requi rement under the law that a trademark search
be conduct ed.

On Septenber 24, 1990, | counseled Plaintiff's
president, M. WIIliamLizzio, as to the neaning and
effect of a trademark search and the inplications of
havi ng and of not having a search conducted. In
addition, | reconmmended that he authorize nme to have
a search conducted. M. Lizzio made the deci sion
not to authorize nme to conduct a search. .o
Since M. Lizzio chose not to have nme conduct a
search, no search was perfornmed by our firmand no
charge was nmade, as is reflected by our statenent
for services rendered.

Responding to the notion for summary judgnment, plaintiff filed
the affidavit of Wlliam T. Lizzio which states in pertinent
part:

In Septenber of 1990 I met with R Bradford Brittian
to discuss with himthe obtaining of a trademark for
t he nane and | ogo we wi shed to use for our new

busi ness, that is, Laurel Beverage Co. | had never
had a trademark done before. | asked M. Brittian
to do whatever was necessary to insure that we had
this trademark and our rights to the use of the nane
woul d be prot ect ed.

At notime did M. Brittian explain to ne the
i nplications of having and not having a search
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performed. This sinply did not occur. Further, M.

Brittian never reconmended to ne that | authorize

himto have such a search conducted. Finally, at no

time whatsoever did | ever direct M. Brittian not
to conduct a trademark search.

The di scovery deposition of M. Lizzio was taken and
filed in connection with the notion for summary judgnent. The
Trial Court concluded "M . Lizzio's deposition testinony and
his affidavits are inconsistent and contradi ctory concerning
the key factual issue in this case", and on that basis granted
summary judgnent, relying on Price v. Becker, 812 S.W2d 597
(Tenn. App. 1991). We do not agree.

Lizzio, in his discovery deposition, relates that he
nmet privately with Brittian in the latter's office, advised
Brittian that no trademark search has been done, but
essentially could not recall the substance of what Brittian

advised him During cross-exam nation the foll ow ng occurred:

Q He didn't make any comment at all when you said
no search had been nmade?

A. | ' msure he nade the comments, | cannot recal
t he comrents.

Q Well, do you recall that the subject of a
search just kind of died?

A It cane up, | know that there was information
conveyed and that was the end of it.

Q Now, did you | eave the neeting with the
i npression that he was going to do a search?

A | left the neeting with the inpression that I
could use TM and that he was handling
everything required so that we woul d be
prot ect ed.

Q My question M. Lizzio is nore specific. Did
you | eave the neeting with the inpression that
he was going to do a search?

A | cannot recall all the steps that he was goi ng
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to go through. | knew there was going to be
papers filled out and checks witten, and
that's what | can recall

Q "Il ask it again. Did you | eave the neeting
with the inpression that he was going to
performthe search, yes or no?

A | cannot recall.

The thrust of Lizzio' s deposition is essentially

sunmmari zed in these answers:

Q VWhat, if anything did he say to you [Brittian],

and | would like for you to be as precise as
you can, realizing it has been quite sone tine

ago?
A Sure, four years. You' d |like for ne to rehash
t he conversation. Well, | guess what |

remenber is that -

Q Well, you don't need to rehash it, just tell ne
what he sai d.
A Ok, | can't recall exact words and things like

that. You can only cone away froma neeting
that I ong ago with sone inpressions. |
conveyed to himwhat | was trying to
acconplish, and that | wanted to protect a
trademark or a | ogo.

And then he described, | guess, the process or
the filing of papers, the things that need to
be done to put us in a position where we could
use a TM VWhen | left the office | left with
the thought that he was ny professiona
handl i ng that, and | could now put on a TM on
materials using the Laurel, Laurel Muntain
Spring Water, or Laurel and | ogo.

Q Did he tell you you could put TMon it?

A Yes, sir, | believe he said we could use the
TM we could start using that.

A witness' not renenbering a statenment nade by anot her does
not dispute the other's testinony that the statenment was nade,
but if the wtness subsequently through jogging her nmenory or
ot herw se, recalls that the statenment was not nade, a factua

di spute arises as to whether the statenment was uttered. In



this case a disputed issue of material fact was established by
Li zzio's affidavit. See Tennessee Law of Evi dence, Second
Edi ti on, Cohen, Paine & Sheppeard, 8612.1, p.307.

For the foregoing reasons we vacate the summary
judgnment entered by the Trial Judge and remand to the Trial
Court for further proceedi ngs consistent with this opinion.

The costs of the appeal are assessed to appell ees.

Her schel P. Franks, J.

CONCUR:

Don T. McMirray, J.

Charl es D. Susano, Jr., J.



